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DETAILED ACTION 
Double Patenting 

1 . The rejection of claims 37-53, 55-60, 62-68, and 70-85 under the judicially 
created doctrine of obviousness-type double patenting as being unpatentable over 
claims 1-30 of prior U.S. Patent No. 6,406,785 has been overcome by the terminal 
disclaimer filed August 17, 2005. 

Claim Rejections - 35 USC § 103 

2. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

3. Claims 42, 45-48, 50, 52-53, 55-58, 60, 62-66, 68, 70-71 , and 85 are rejected 
under 35 U.S.C. 103(a) as being unpatentable over Chihara et al (US 5,115,007) in 
view of Bauman (US 4,972,030) and Yamaguchi (US 4,511,526), as. evidenced by 
Howell (US 5,972,520) and McCurdy et al (US 5,451 ,457). 

Chihara teaches a weatherstrip for automobile window glass run channels in 
which an EPDM substrate is coated with a low friction, abrasion resistant coating 
composition (col 1, lines 12-19). The coating composition comprises a thermosetting 
polymeric binder derived from a solution comprising a blocked-polyurethane 
prepolymer, silicone oil, and a crosslinking agent. Compounding additives such as 
micropowders or polyethylene may also be included in the coating composition (col 6, 
lines 57-67). Said polyethylene micropowders provide the surface with a non-glossy 
appearance. The weatherstrips are formed by first mixing the individual components of 
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the coating, applying the mixture to EPDM glass run channel, and then curing the 
coating by heat (col 10, lines 60-64). 

Chihara does not disclose that the polyethylene particles are surface treated 
such that they contain polar chemical groups that can be chemically bonded to the 
thermoset carrier. However, Bauman teaches a composition comprising a polar matrix 
and a HMWPE particle (col 3, lines 20+). Bauman teaches that the matrix may be 
bonded to the particles by forming polar functional groups on the surface of the particles 
via a reactive gas (col 3, lines 20+). Thus, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to surface treat the 
polyethylene particles taught in Chihara so that said particles contain polar 
functionalities. The motivation for doing so would have been to improve the bonding 
between said particles and the polar matrix utilized in Chihara. 

Chihara does not teach the claimed particle size of the polyethylene powders. 
However, Yamaguchi teaches a weather striping material comprising a rubber base and 
a glass-contacting layer comprising adhesive material and particles (abstract). 
Yamaguchi teaches that the particle size of the particles should be large enough to 
reduce sliding resistance, but small enough to allow for adhesion to the sliding surface 
(col 6, lines 31+). Particles sizes of 5-500um are preferable. Therefore, it would have 
been obvious to one of ordinary skill in the art at the time the invention was made to 
vary the particle size of the polyethylene particles taught in Chihara. The motivation for 
doing so would have been to obtain low sliding resistance while maintaining adequate 
adhesion between the particles and the bonding material. 
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With respect to the limitation recited in claims 46, 55, 57, and 65 that the particle 
has a melting temperature greater than a curing temperature of the thermoset carrier, 
Chihara teaches that the polyurethane has a curing temperature of about 20°C to about 
255°C (col 6, lines 6+). Since 20°C is "a curing temperature" of the polyurethane and 
polyethylene is known to have a melting point of about 140°C, the polyethylene taught 
by Chihara in view of Nybakken is understood to read on said claim limitation. 

With respect to the limitation that the particles "form surface projections," 
Applicant's attention is directed to column 6, lines 57+ of Chihara wherein it is taught 
that that the polyethylene particles provide the weatherstrip with a non-glossy 
appearance. US 5,972,520 teaches that gloss of a surface is determined by the amount 
of light that is scattered when light hits the surface and is a function of the surface 
roughness of the object. When particles are compounded into plastics, particles on the 
surface scatter light and reduce gloss dramatically (col 1, lines 40+). Thus, the 
disclosure in Chihara that the particles provide the weatherstrip with a non-glossy 
appearance is understood to teach that the particles provide the surface of the 
weatherstrip with surface projections. Furthermore, the projections are understood to 
"have a size corresponding to the particle size" since particles form the projections. 

With regard to the limitation that the surface projections are "friction reducing," 
Applicant's attention is directed to US 5,451,457 (col 3, lines 6 and 7), which teaches 
that all polyethylene particles have a low coefficient of friction. Since the particles 
taught in Chihara comprise polyethylene, the particles are understood to inherently 
reduce the coefficient of friction of the weatherstrip. 
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The particles rendered obvious by Chihara in view of Nybakken are understood 
to be "sufficiently bonded to the cured thermoset urethane based carrier to preclude 
separation" because Nybakken teaches that such surface treated particles do not bleed 
and remain throughout the life of the composition. 

4. Claims 78-83 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Chihara et al (US 5,1 15,007) in view of Nybakken et al (US 5,605,657) and Yamaguchi 
(US 4,51 1 ,526), as applied to claims 42, 45-48, 50, 52-53, 55-58, 60, 62-66, 68, 70-71 , 
and 85 above, and further in view of Hazelton et al (US 4,894,408). 

Chihara in view of Bauman is relied upon as above, but neither reference 
teaches that the substrate of Chihara may comprise thermoplastic elastomers. 
However, Hazelton teaches a thermoplastic elastomer composition (abstract) that is 
useful in weatherstripping applications (col 13, lines 40+). The thermoplastic elastomer 
comprises a thermoplastic ethylene copolymer and an EPDM rubber (abstract) and 
exhibits improved resilience (col 13, lines 40+). Thus, it would have been obvious to 
one of ordinary skill in the art at the time the invention was made to utilize the 
thermoplastic elastomer taught in Hazelton as the substrate taught in Chihara. The 
motivation for doing so would have been to improve the resilience of the substrate. 

The examiner notes that Hazelton renders the "thermoplastic" substrate of claims 
78, 80, and 82 obvious because the thermoplastic elastomer comprises a thermoplastic. 

5. Claims 37-40, 42-50, 52-53, 55-60, 62-68, 70-71 , 75, 84, and 85 are rejected 
under 35 U.S.C. 1 03(a) as being unpatentable over Chihara et al (US 5,1 15,007) in 
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view of Bauman (US 4,972,030), McCurdy et al (US 5,451 ,457), and Yamaguchi (US 
4,51 1 ,526), as evidenced by Howell (US 5,972,520) and Shih (US 5,1 30,376). 

Chihara teaches a weatherstrip for automobile window glass run channels in 
which an EPDM substrate is coated with a low friction, abrasion resistant coating 
composition (col 1, lines 12-19). The coating composition comprises a thermosetting 
polymeric binder derived from a solution comprising a blocked-polyurethane 
prepolymer, silicone oil, and a crosslinking agent. Compounding additives such as 
micropowders or polyethylene may also be included in the coating composition (col 6, 
lines 57-67). Said polyethylene micropowders provide the surface with a non-glossy 
appearance. The weatherstrips are formed by first mixing the individual components of 
the coating, applying the mixture to EPDM glass run channel, and then curing the 
coating by heat (col 10, lines 60-64). 

Chihara et al does not specifically disclose that the polyethylene used as the 
micropowder additives are high molecular weight particles. However, McCurdy teaches 
that all polyethylene particles exhibit a low coefficient of friction when contacted with 
glass (col 3, lines 6 and 7), but polyethylene particles with a molecular weight of at least 
1 ,000,000 also exhibit excellent abrasion resistance and toughness (col 2, lines 64+). 
Thus, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to utilize polyethylene particles in Chihara wherein the polyethylene 
has a molecular weight of greater than 1 ,000,000. The motivation for doing so would 
have been to improve the abrasion resistance and toughness of the weatherseal taught 
in Chihara. 
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Neither Chihara nor McCurdy disclose that the polyethylene particles are surface 
treated such that they contain polar chemical groups that can be chemically bonded to 
the thermoset carrier. However, Bauman teaches a composition comprising a polar 
matrix and a HMWPE particle (col 3, lines 20+). Bauman teaches that the matrix may 
be bonded to the particles by forming polar functional groups on the surface of the 
particles via a reactive gas (col 3, lines 20+). Thus, it would have been obvious to one 
of ordinary skill in the art at the time the invention was made to surface treat the 
polyethylene particles taught in Chihara so that said particles contain polar 
functionalities. The motivation for doing so would have been to improve the bonding 
between said particles and the polar matrix utilized in Chihara. 

Chihara also does not teach the claimed particle size of the polyethylene' 
powders. However, Yamaguchi teaches a weather striping material comprising a 
rubber base and a glass-contacting layer comprising adhesive material and particles 
(abstract). Yamaguchi teaches that the particle size of the particles should be large 
enough to reduce sliding resistance, but small enough to allow for adhesion to the 
sliding surface (col 6, lines 31+). Particles sizes of 5-500um are preferable. Therefore, 
it would have been obvious to one of ordinary skill in the art at the time the invention 
was made to vary the particle size of the polyethylene particles taught in Chihara. The 
motivation for doing so would have been to obtain low sliding resistance while 
maintaining adequate adhesion between the particles and the bonding material. 

With respect to the limitation recited in claims 46, 55, 57, and 65 that the particle 
has a melting temperature greater than a curing temperature of the thermoset carrier, 
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applicant's attention is directed to US 5,130,376 (herein referred to as Shih). Shin 
teaches that UHMW polyethylene has a melting point of about 140°C. Furthermore, 
Chihara teaches that the polyurethane has a curing temperature of about 20°C to about 
255°C (col 6, lines 6+). Since 20°C is "a curing temperature" of the polyurethane and 
UHMW polyethylene is known to have a melting point of about 140°C, the UHMW 
polyethylene taught by Chihara in view of McCurdy is understood to read on said claim 
limitation. 

With respect to the limitation that the particles "form surface projections," 
Applicant's attention is directed to column 6, lines 57+ of Chihara wherein it is taught 
that that the polyethylene particles provide the weatherstrip with a non-glossy 
appearance. US 5,972,520 teaches that gloss of a surface is determined by the amount 
of light that is scattered when light hits the surface and is a function of the surface 
roughness of the object. When particles are compounded into plastics, particles on the 
surface scatter light and reduce gloss dramatically (col 1, lines 40+). Thus, the teaching 
in Chihara that the particles provide the weatherstirp with a non-glossy appearance is 
understood to teach that the particles provide the surface of the weatherstrip with 
surface projections. Furthermore, the projections are understood to "have a size 
corresponding to the particle size" since particles form the projections. 
6. Claims 73, 74, and 76-83 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Chihara et al (US 5,1 1 5,007) in view of McCurdy et al (US 
5,451,457), Bauman (US 4,972,030), and Yamaguchi (US 4,51 1,526), as applied to 



Application/Control Number: 1 0/060,501 Page 9 

Art Unit: 1773 

claims 37-40, 42-50, 52-53, 55-60, 62-68, 70-71, 75, 84, and 85 above, and further in 
view of Hazelton et al (US 4,894,408). 

Chihara in view of McCurdy and Bauman is relied upon as above. None of the 
references teach that the substrate of Chihara may comprise thermoplastic elastomers. 
Chihara in view of Bauman is relied upon as above, but neither reference teaches that 
the substrate of Chihara may comprise thermoplastic elastomers. However, Hazelton 
teaches a thermoplastic elastomer composition (abstract) that is useful in 
weatherstripping applications (col 13, lines 40+). The thermoplastic elastomer 
comprises a thermoplastic ethylene copolymer and an EPDM rubber (abstract) and 
exhibits improved resilience (col 13, lines 40+). Thus, it would have been obvious to 
one of ordinary skill in the art at the time the invention was made to utilize the 
thermoplastic elastomer taught in Hazelton as the substrate taught in Chihara. The 
motivation for doing so would have been to improve the resilience of the substrate. 

The examiner notes that Hazelton renders the "thermoplastic" substrate of claims 
73, 76, 78, 80, and 82 obvious because the thermoplastic elastomer comprises a 
thermoplastic. 

Response to Arguments 

Applicant's arguments filed August 17, 2005 have been fully considered but they 
are not persuasive. 

Applicant arguments with regards to Nybakken are moot in view of the new 
grounds of rejection. 
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With regard to Chihara, Applicant argues the proposed modification of Chihara to 
replace a portion of the binder contact surface with a different material is contrary to the 
express purpose of Chihara. Specifically, Applicant argues the proposed combination 
decreases the amount of special binder at the contact surface and replaces the binder 
with a different material. The examiner respectfully disagrees that the proposed 
combination reduces the amount of special binder at the contact surface. The 
composition taught in Chihara is taught to comprise particles that form surface 
projections in the binder. The proposed modifications to the particles do not change the 
amount of binder at the contact surface of the laminate. Furthermore, the proposed 
modifications do not replace the binder with a different material. Applicant's arguments, 
therefore, are not persuasive. 

Allowable Subject Matter 

7. Claims 41 and 51 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
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TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kevin R. Kruer whose telephone number is 571-272- 
1510. The examiner can normally be reached on Monday-Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Carol Chaney can be reached on 571-272-1284. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Kevin R. Kruer 

Patent Examiner-Art Unit 1773 



